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Office Action Summary 



Application No. 
09/67M57 



Examiner 
Dwayne K. Handy 



Applicant^} 
LARSSONETAL. 



Art Unit 
1743 



. The MAIUNG DATE of Ws communication eo^ars on tte cover shoot wfln vm correspondence *aa»ss - 

^rJ^^B STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE g MONTH(S) OR THIRTY (30) DAYS t 
^^^S^SSSSSS^ MAILING DATE OF THIS COMMUNICATION 

earn*) patent term adjustment See S7 CF* 1 -70*{b). 

Status 

I )g| Responsive to communication(s) filed on ?0 pecember 3PQ5- 
2a)Q This action is FINAL. 2b)H This action is non-final. 

3 D Since this application is in condition for allowance except for formal matters, prosecution as to the merte is 
closed In accordance with the practice under Ex parte Quayte. 1 935 CD. 11.463 O.G. 213. 

Disposition of Claims 

4)G3 Claimts) 43-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5}Q Clalm(s) is/are allowed. 

6) E3 Claim(s) 4£49 is/are rejected. 

7) 0 Clalm(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9d The specification is objected to by the Examiner. 

lO)DThedrawing(s)ftledon is/are: aO accepted or b)Q objected to by the E ™™™ Tr 

Applicant may not request that any objection to the drawing(s) be hald In abeyance. See 37 CFR 1 .85(a) 
Replacemsntdrawing shears) Including tha correction is required If the dr^no(s) is objected to. See 37 CRT .121(d). 

I I £] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U AC. § 1 18(bH<0 ° r 
a)Q All b)D Some * c)D None of; 

t O Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

sb Copies of the certified copies of tha priority documents have boen received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
> See the attached detailed Office action for a list of the certified copies no! received. 



Aitachment(«) 

1) □ Uottea of References Cllad (PTO-&E12) 

2) □ NoBca of Oraftsp0fson*8 Patent Drawing Review (PTO-948) 

3) □ information Disclosure Statement**) (PTO-1449 or PTO/SB/0B) 

Paper No(sVMan Data , 



4) □ Interview Summary (PTO-413) 

paper NofsyMaa Date. , . 

5) Q Notice Of irvfarmat Patent Application (PTO-1S2) 

6) □ Omen . 



k^t^^l""™^ Offtca Action Summary Port of Paper NoJMall Dale 03062008 
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Application/Control Number: 09/674,457 
Art Unit: 1743 

DETAILED ACTION 

1 . In view of the Appeal Brief filed on 12/20/05, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 

following two options: 

(1) file a reply under 37 CFR 1 .1 1 1 (if this Office action is non-final) or a reply 

under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



Claim Rejections • 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
i a person shall be entitled to a patent unless - 

| < e) the Invention was described In (1) an applioation for patent. VS^^JSSiSS^ 

another filed In the United States before » *^ •jJMt^^^ E£ff!y the 



PAGE 6112 ' RCVD AT 5/25/2006 12:55:45 PM [Eastern OayfigW Time] 1 SVR:USPTMFXRF-5(I9 ' DNS:2736500 * CSE): * DURATION (mnws]:03-18 



05/25/2005 11:52 

I, = 



NO. 850 D0? 



- ■ Page 3 

Application/Control Number 09/674,457 
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on* If the international application designated the United States and was published under Article 21(2, 
of such treaty In the English language. 



3. Claims 43^7 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Kellogg et al. (6,143,248). The Examiner believes Applicant is familiar with the Kellogg 
reference at this point. The Examiner has reinstated the 102(e) rejection under Kellogg 
due to the discovery of several missed passages from Kellogg. The Examiner 
apologizes for the oversight and directs Applicant to columns 8, 10 and 1 1 of Kellogg. 
In column 10. line 58 through column 11. line 54. Kellogg recites the following: 

the following components in combination: 

(104) 1 An entry port comprising a depression in the first surface having a volumrtk ; capttNy of about 

through the first mlcrochannel and into the first fluid chamber. 
(107) The platform further comprises: 

(ion 4 A second mlcrochannel. wherein the second mlcrochannel extends "^J"™**^* 
Ka^rm an?def?es a first end pro*lma«y ^rrayed towards nm "£^^JS&^to 

tha second end of the mlcrochannel with 
fluid chamber. 
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reservoir. Relation of the platform at the first rotation ^ d Joes not i mnn ^Mlaml speed that Is 
!!«*. IX. ^ njcr.ch.jm. £J» ™ ^ iK "of Etld i« JTS ftuta cta-be, 
fluid movement te vented to the surface of the platform. 

This passage recites two reservoirs and an entry port connected by two capillary 
channels on a substrate. The second capillary has a non-wettable portion that blocks 
fluid flow. Flow past the non-wetting surface in the second end of the second 
mlcrochannel is achieved by spinning the disk. The embodiment in column 8 recites 
capillary flow in the channels. 

4. Claims 43-47 are also rejected under 35 U.S.C. 102(a) as being anticipated by 
Kellogg et al. (WO 98/07019). Kellogg (WO 98/07019) recites the same teachings 
cited from Kellogg ('248). 

Inventorship 

5. This application currently names joint Inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .58 to point out the inventor and Invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 



PAGE 8/12 * RCVDAT 5/25/2005 12:55:45 PM [Eastern daylight Time] 1 SVfcUSOTKFXRF-5f19 1 DfOS:2736500*CSa>: ' DURATION (rnm-ss):03-18 



I 



B5/25/'2B06 1 1:52 ____ NO. 850 

Application/Control Number 09/674,457 
Art Unit: 1743 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e). (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim Rejections - 35 USC § 103 
6. The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

la) A oatent may not be obtained though the invention is not identically disclosed on described asset 
Sh £ 10 ! ef «fSe. if the differences between the subject matter sou 9^ to ^tented and 
hpnriorari t ara such that the subject matter as a whole would have been obvious at the time the 
SveXn wTmad?* J ^nhaSng ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1 966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2 Ascertaining the differences between the prior art and the claims at issue. 

3 Resolving the level of ordinary skill in the pertinent art. 
4. Considering objective evidence present In the application indicating 

obviousness or nonobviousness. 

7. Claims 48 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kellogg et al. (6,143,248). Kellogg teaches every element of claims 48 and 49 
except for reagents in the liquid sample and a liquid sample between 1-10 nanoliters. It 
would have been obvious to add reagents to the liquid sample. Kellogg already teaches 
reagents in the reservoirs of the device. One would add them with the sample in order 
to allow for longer mixing times. It would have been obvious to use 1-10 nanoliters of 
sample. One would use smaller amounts of sample to conserve the sample material. 
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Response to Arguments 

8. Applicant's arguments with respect to the Bums reference have been considered 
but are moot in view of the new ground(s) of rejection. 

9. Applicant's arguments filed with respect to the Kellogg reference have been fully 
considered but they are not persuasive. While the Examiner has changed the rejection 
under Kellogg the issue of the inlet limitation still remains. Applicant has argued that the 
instant claims are distinguishable over due to the limitation placed on the inlet therein 
the inlet is capable of handling less than about 500 nanoliters". Applicant has also 
stated that the Examiner is relying on beliefs and feelings in characterizing the 
teachings of Kellogg. The Examiner respectfully disagrees and notes that Applicant has 
somewhat mischaracterized the Examiner's argument. 

The Examiner is relying on the disclosure of Kellogg. Kellogg recites several 
embodiments of the device having entry ports with a volumetric capacity of 1-100 or 1- 
150 microliters (column 4, line 10; col. 5, line 56; col. 6, lines 22-23; col. 8, lines 36-37; 
col. 10, line 33; col. 11. lines 6-7; and col. 11.line62). These volumetric ranges, when 
converted to nanoliters. are 1000-100,000 or 1000-150.000 nanoliters. 

Therefore, the following is the basis for the Examiner's rejection of the disputed 
limitation: An entry port having a volumetric capacity of 1000-150,000 or 1000- 
150,000 nanoliters is inherently capable of handling less than about 500 
nanoliters. 

The Examiner notes that Applicant has not sufficiently argued this specific issue 
to overcome the pervious rejection. Applicant has simply claimed that the entry port of 
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Kellogg cannot handle amounts on the nanoliter level. Given that the entry port has a 
greater volume {1000* nanoliters) than that claimed by Applicant (less than about 500 
nanoliters). the Examiner fails to see how Kellogg Is not capable of handling the 500 
nanoliter amount claimed by Applicant 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dwayne K. Handy whose telephone number is (571 )- 
272-1259. The examiner can normally be reached on M-F 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (S71)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 



DKH Ck/^M— 
March 6, 2006 




feterti Examiner 
Center 1700 
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States Patent and Trademark Office. 
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